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DETAILED ACTION 



Claim Rejections - 35 USC § 103 
1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



2. Claim 1-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Akiyama et al 
(Pub No. US2002/0015182) further in view of Tverskoy et al (Patent No. US 6,341,160). 

The factual inquiries set forth in Graham v. John Deere Co.. 383 U.S. L 148 USPO 459 
(1966) . that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

a. Determining the scope and contents of the prior art; 

b. Ascertaining the differences between the prior art and the claims in issue; 

c. Resolving the level of ordinary skill in the pertinent art; and 

d. Evaluating evidence of secondary considerations for indicating obviousness or 
nonobviousness. 

For claim 1, Akiyama and Tverskoy et al teach the following as claimed: 

An image forming apparatus (Akiyama: fig. 1, "Summary of the Invention"), comprising: 

(a) a communication device for communicating with an external apparatus according to a 

communication procedure by a facsimile (Akiyama: fig. 1, also [0039-0041] i.e. communication 

with external telephone 4 via PSTN subscriber line3); 
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(b) a data processor for picking up image data and communication control data by 
decoding facsimile communication data from the extemal apparatus received by the 
communication device (Akiyama: fig. 1, i.e. CPU 1 1 serves this purpose. For details, see also 
fig. 4); 

(c) a memory for storing the image data obtained by the data processor, by associating 
with identification data to identify the image data (Akiyama: fig. 1, i.e. image storage section 15 
serves this purpose); 

(d) an image output device for forming and outputting an image based on the image data 
(Akiyama: fig. 1, i.e. printer 18 serves this purpose); 

(e) an identification electronic mail creating device for creating an identification 
electronic mail for demanding an image data processing format to be set, by notifying that, when 
conmiunication control data has been obtained by the data processor, facsimile communication 
data to be sent to a predetermined electronic mail address has been received, and also by 
notifying image data identification data (Akiyama: fig. 1, mail server 6. Tverskoy et al: 
"Specifically, control system 26 generates an e-mail message for each voice message stored in 
memory 22. Each e-mail message has a header conveying information about the voice 
message", line 62-67 of section 4. Although electronic mails created from Akiyama and 
Tverskoy et al's devices do not carry the exactly same information as specified in the claim, they 
bear the same structure that would inherit all the claimed fimctional limitations); 

(f) a transmission and reception device for transmitting the identification electronic mail 
to a predetermined extemal terminal and for receiving an instruction electronic mail containing 
an instruction on a processing format for the image data and the identification data form the 
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external terminal (Akiyama: fig. 4 for mail transmission process and fig. 5 for mail reception 
process. Tverskoy et -al: "To provide this access, answering machine 12 sends and receives 
electronic mail messages to and from the user", line 46-51 of section 3; "The user may also 
generate e-mail messages containing commands to be executed by answering machine 12", line 
62-67 of section 5 and line 12-67 of section 6). 

(g) an electronic mail processor for extracting the instruction on the image data 
processing format and the identification data fi-om the instruction electronic mail firom the 
external terminal (Akiyama: see [0058, 0067], also figs. 4-5, i.e. the CPU 1 1 serves as the 
electronic mail processor, and the mail server 6 serves as the extemal terminal. Tverskoy et al: 
line 1-1 1 of section 6); and 

(h) an image data processor for sending to the image output device an output image data 
which is obtained by processing so that the image data specified according to the extracted 
processing format is outputted according to the processing format (Akiyama: see [0071, 0078, 
0085, 0087] i.e., the CPU 1 1 also serves this purpose). 

For claim 2, the image forming apparatus of claim 1, fiirther comprising a transmission 
table for storing an electronic mail address in association with the transmitter of the facsimile 
communication data included in the communication control data, wherein the identification 
electronic mail device extracts the electronic mail address where the identification electronic 
mail is sent by referring to the transmission table based on the transmitter to create the 
identification electronic mail. (Akiyama fiirther teaches this aspect. See figure 2, paragraphs 
[0046] and [0050], a recipient-address storage area is reasonable interpretation of "transmission 
table" as claimed). 
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For claim 3, the image forming apparatus of claim 1, further comprising a processing 
table for storing a transmitter of the facsimile communication data included in the 
communication control data, and information on whether the image data corresponding to the 
communication control data should be sent to the image output device or the memory, wherein 
the data processor sends the image data to a predetermined receiver by referring to the 
processing table, based on the transmitter. (Akiyama el at teaches in paragraphs [0052] and 
[0053] a communication capability storage section as a reasonable interpretation of "processing 
table" claimed). 

For claim 4, the image forming apparatus of claim 1, further comprising an input device 
for specifying a voluntary receiver to which an identification electronic mail is sent, when the 
identification electronic mail creating device creates the identification electronic mail. (Akiyama 
el at teaches in paragraph [0044] an operation/display section for receiving user's instructions. 
Although it does not explicitly point out the functions as described in claim 4, these functions 
would have been implied and expected as they are capabilities common to the structure of a key 
input device. In addition, Tverskoy el at: teaches in line 51-57 of section 2 a personal computer 
connected to an answering machine to allow user to enter email account identification). 

For claim 5, the image forming apparatus of claim 1, further comprising a deletion device 
for deleting the image data output. (Tverskoy el at teaches in line 12-22 of page 6 a device for 
deleting data as claimed). 

For claim 6, the image forming apparatus of claim 5, where in image data processing 
format is one of printing, facsimile sending, e-mail sending and deleting, or a combination 
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thereof. The recited Umitations as claimed have been analyzed and rejected with respect to 
claims 1-5 above. 

In summary, Akiyama et al teaches a facsimile apparatus for image communication 
comprising structure limitation of claim 1, 2, 3, and 4. Akiyama differs from the claimed 
invention in that its transmitted and received electronic mails do not carry the same information 
as described in the claimed invention (claim 1(e)), nor does it disclose a device for deleting data 
output (claim 5 and 6). However, Akiyama' s invention possesses the same email creating 
structure that has inherent functional capabilities of the claimed invention. And the conceptual 
ideas as prescribed in claim 5 and 6 are made known as evidenced in Tverskoy et al. 
Specifically, Tverskoy et al teaches an electronically accessible answer machine that generates 
an electronic mail corresponding to a stored voice message and sends the mail to user. The user 
may reply an email containing commands (such as deleting data output) to be executed by 
answering machine. 

Therefore, considering the combined teaching of Akiyama and Tverskoy as a whole, the 
concept and advantage of including a device for executing a user command such as deleting data 
output would have been obvious to one of ordinary skills in the art. 
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Conclusion 

3. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Tsukui et al. (US Pub 2002/0051 183) teaches an internet facsimile machine and related 
mail/image printing method. 

Gifford et al. (US Patent 6,549,612) teaches utilization of an active interface embedded in 
an email notification to control the delivery of non-literal messages that include but not limited 
to facsimile image data. 

Bobo, II (US Patent 5,675,507) teaches a Message Storage and Deliver System receives 
and stores facsimile messages and receives a request from a user for retrieving messages from 
storage area. 

Mochizuki (US Patent 6,101,526) teaches a data communication apparatus and method 
for reducing a load on a mail server by transmitting image data based on the contents of an 
electronic mail. 

Tanimoto (US Pub 2003/0020960) teaches an intemet facsimile machine having an 
ability exchanging function for forming an electronic mail. 
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Contact 

4. Any inquiry concerning this communication or earlier conmiunications from the 
examiner should be directed to Fan Zhang whose telephone number is (571) 270-375 1 . The 
examiner can normally be reached on Mon-Fri from 8:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessftil, the examiner's 
Supervisor, Vu Le can be reached on (571) 272-7332. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
appUcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Fan Zhang 

Patent Examiner 

Patent Training Academy (PTA) 
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